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'G faim - Rcjcctions -35 - USC - § - : 103 
Claim Objections 


Claim 32 is objected to because of the following informalities: claim 32 is 
dependent upon canceled claim 29. Appropriate correction is required. 

Claim Rejections - 35 USC §103 


The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action. 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 


obviousness under 35 U.S.C. 103(a) are summarized as follows: 


1 Determining the scope and contents of the prior art. 

2 Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art.. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
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were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1.56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 


prior art under 35 U.S.C. 103(a). 

Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 


A person shall be entitled to a patent unless - 

bv another who has fulfilled the requirements of paragraphs (1), (2), and w or 
title before the invention thereof by the applicant for patent. 


The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 

to the amendment by the AIPA (pre-AIPA 35 U.S.C. 102(e)). 

Claims 1-5 are rejected under 35 U.S.C. 102(e) as being anticipated by 


Fujishiro, et al. (US 6.495.2998B1). 

Fujishiro discloses the steps of applying a photoresist and exposing the 
photoresist to radiation to develop the photoresist (col. 14, lines 22-25 and col. 16, lines 
60-64). The photoresist is obtained from a polyol such as bisphenol (col. 4, lines 40-45) 
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and a compound containing a methyiene groupfcol. 4, lines 60455). A photoactive 
component is also present (col. 5, lines 65458). The sensitivity of the photoresist is 
within the wavelength recited in the instant claims (Table 2, col. 52 shows wavelength 


below the recited wavelengths). 

Claim Rejections - 35 USC § 103 


Claims 1-15,17,18, 31-33, 35, and 36 are 


rejected under 35 U.S.C. 103(a) as 


being unpatentable over Malik (US 6,133.412) in view of Pawlowski (US 6.277.750B1). 

Malik discloses a composition and a method for forming photoresist for 
lithography of electronics(col. 1, lines 16-20 and col. 1, lines 10-13). The steps of 
coating a substrate and developing the photoresist are disdosed(col. 5, lines 1-8). 

The photoresist contains hydroxy and phenolic groups (col. 5, lines 20-35) and are 
reacted with ketone(col. 5, lines 30-35 and 50-58). In additon. fluorine and other 
electronegative groups may be included (col. 6, lines 37^3). The wavelengths 
disclosed for the photoresist are in the deep UV which are wavelengths within the 
ranges recited in the instant claims (col. 1, lines 53-57). The photoresist is positive(coi 

1, lines 25-27). 

Malik discloses ketones rather than aldehydes and is silent with respect to 


ac6t3ls 

Pawlowski teaches the equivalence of aldehydes and ketones in the reaction in a 
photoresist which results in the formation of acetals(col. 8, lines 30-40). 

In view of the teaching of the equivalence of aldehydes and ketones in the 
reaction of the formation of acetals in the reaction in a photoresist with groups which are 
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common to the two above references, it would have been obvious to one of ordinary 
skill in the art that acetals are formed in the composition taught by Malik, and that 
aldehydes can be substituted for ketones in the composition taught by Malik, 

Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over Park, 

et al. (“Park”)(US 5,916,995). 

Park discloses a negative photoresist which is coated on a substrate and 
developed and which is obtained by reaction of an aromatic hydroxy and an acetal- 
containing alkyl halide(col, 6, lines 15-20, abstract, and col. 1, lines 12-15and 20-24). 

Although the steps of coating and developing are not explicitly stated, these steps 
are implied by the portions of Park cited above in that the formation of patterning and 

the steps in lithography imply these steps. 

Any inquiry concerning this communication or earlier communications from the 

examiner should be directed to Caridad M. Everhart whose telephone number is 703- 

308-3465. The examiner can normally be reached on Monday through Fridays 7:30- 


4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s 

supervisor, Matthews. Smith can be reached on 703-308-1323. Thefaxphone 

numbers for the organization where this application or proceeding is assigned are 703- 
872-9318 for regular communications and 7034)72-9319 for After Final 
communications. 
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Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308 

0956. 

PRIMARY EXAMINER 


CARIDAD EVEP^tART 


C. Everhart 
April 10, 2003 



